THLS OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DAVID A FREI TAS

Appeal No. 97-3451
Appl i cation 08/325, 832!

ON BRI EF

Bef ore HAI RSTON, JERRY SM TH and LEE, Adm ni strative Patent
Judges.

LEE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 fromthe
examner's final rejection of clains 1-14 and 17-28. dains 15
and 16 have been canceled. No claimhas been all owed.

Ref erences relied on by the Exaniner

@Gruts Patent No. 4, 719, 447 January 12, 1988
Cheung et al. Patent No. 5,442,498 August 15, 1995

1 Application for patent filed October 19, 1994.
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( Cheung) (Filed Nov. 8, 1993)

The Rejection on Appeal

Clains 1-14 and 17-28 stand finally rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Cheung and Garuts.

The | nvention

Except for claim22, which will be discussed separately, the
invention is directed to a servo signal denodul at or having a
conparator circuit which generates a thernoneter code.
| ndependent clains 1, 8, 14, 25 and 26 are based on this general
t heme but are somewhat varied in content.

I n i ndependent claim1l, there is a data channel decoder that
recei ves data channel thernonmeter code fromthe conparator
circuit and generates data channel information, and a servo
si gnal decoder which denodul ates servo signal thernoneter code
fromthe conparator circuit. Simlarly, in claim25, there is a
data channel logic circuit which receives data channel
t hernonmeter code fromthe conparator to generate a data channel
val ue, and a servo denodul ator circuit which receives servo
signal thernoneter code fromthe conparator to generate an out put

burst signal for servo control. Likewise, claim26 is a nethod

claimincluding a step for providing thernoneter code output from
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the conparator to a data channel decoder and al so a servo signal
decoder.

Clains 8 and 14, however, are not so specific.

I n i ndependent claim@8, the thernonmeter code is used to
generate a peak-to-peak value for a pair of data bursts, and the
conparator circuit also generates a digital data channel val ue at
a data channel rate independent froma servo pattern rate.

I n independent claim 14, the thernoneter code is further
processed for providing decoded servo pattern burst binary data
nunbers for controlling a servo, but the conparator is not
required to generate anything to send to a data channel decoder.

Finally, independent claim 22, on the other hand, does not
even require that the output fromthe conparator be a thernoneter
code. According to this claim it is only necessary that the
conparat or provides an output to a data channel logic circuit and
a servo denodul ator circuit.

Representative claim1l is reproduced bel ow

1. A servo signal denodul ator conpri sing:

a conparator circuit that receives an anal og readback signa
transduced by a head from servo data and user data recorded in a
data track recorded on a storage nedi um and generates a
g?g;gFﬁeter code out put corresponding to the anal og readback

a data channel decoder that receives data channe
t hernoneter code information fromthe conparator circuit at a
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first output rate and generates data channel information for
transm ssi on over a data bus;

a servo signal decoder that receives servo signa
t hermoneter code information fromthe conparator circuit at a

second output rate, denodulates it, and provi des denodul at ed
signal information to a servo controller.

Qpi ni on

We do not sustain the rejection of clains 1-7, 25, and 26-28
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Cheung and
Gar ut s.

We sustain the rejection of clainms 8-13, 14, 17-21, and 22-
24 under 35 U.S.C. 8 103 as bei ng unpatentabl e over Cheung and
Gar ut s.

Qur opinion is based only on the argunents presented by the
appellant in his brief. Arguments not raised by the appellant
are not before us, are not at issue, and thus have not been
consi der ed.

According to the appellant, in this appeal, all rejected
clainms 1-14 and 17-28 stand or fall together (Br. at 5).

On page 6 of the brief, the appellant argues:

As recited in all the independent clains, the

anal og readback signal is received and is converted to

a thernmoneter code output, which is directly provided

to the data channel and the servo decoder

That the appellant considers the clained invention as requiring a

t hernmonmeter code to be provided to both a data channel decoder
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and a servo signal decoder is further evident through the
appellant’s regarding claim1 as being representative (Br. at 8)
and al so through the follow ng text on page 8 of the brief:

The cl ains support the distinction. Caim1l, for
exanpl e, recites:

a conparator circuit that receives an anal og
readback signal . . . and generates a thernoneter code
out put ;

a data channel decoder that receives data channe
thernoneter code information fromthe conparator
circuit . . .; [enphasis in original] and

a servo signal decoder that receives servo signa
thernoneter code information fromthe conparator
circuit . . . . [enphasis in original]

[a]l] of the independent clains contain simlar
[imtations. The Cheung system does not include
decoders for either the data channel or the servo
signal that receive thernoneter code information

We note further that in the "Summary of I|nvention" section
of the appeal brief, the appellant states (Br. at 5):
From the conparator circuit 128, the converted readback
signal is provided to a servo signal decoder 134 and
then to a servo controller 127, and also is provided
fromthe conparator to a data channel decoder 130, to a
data channel logic circuit 132, and then to a "data
channel bus" 124.
On the basis of the foregoing, it cannot be reasonably
di sputed that the appellant, at least in this appeal, has based
his argunent for patentability on the position that the clained

invention requires a thernoneter code to be generated and
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provided to both a data channel decoder and a servo signa
decoder.

The argunent, however, is not conmensurate in scope with
many clains on appeal. Specifically, it is noted that
i ndependent clains 8, 14, and 22, as well as the clains depending
fromclainms 8, 14, and 22, do not require the providing of a
t hernoneter code fromanything to either a data channel decoder
or a data channel logic circuit. |In that regard, clains 22-24 do
not even recite a thernonmeter code in any context. Accordingly,
the appellant’s argunent is unpersuasive as applied to clains
8-13, 14, 17-21, and 22-24.

| ndependent clains 1, 25 and 26 do require that a
t hermomet er code be provided froma conparator circuit both to a
data channel decoder or logic circuit and to a servo signa
decoder or logic circuit. The exam ner states (answer at 3):

Figure 1 [of Cheung] neets all the limtations of the

clai ns, including show ng asynchronous operation of the

servo burst information and data channel information,

except for showing the details of the "thernoneter

code" technique.
It is uncertain precisely what the exam ner regards as the above-
quoted "thernoneter code" technique, but it is evident that
Cheung does not disclose or suggest providing a thernoneter code
input to a data channel decoder and to a servo signal decoder

Wth regard to the "thernoneter code" techniques, the exam ner
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relied on Garuts. On page 3 of the examner’s answer, it is
st at ed:
Garuts teaches the "thernoneter code" flash A/D
capability for A/D conversion for the purpose of

m nimzing cross talk anong circuit signals. It would

have been obvious to one of ordinary skill in the art

at the tinme the invention was made to nodify the system

of Cheung et al. to be able to use the teaching of

Garuts of the "thernoneter code" A/ D conversion

capability in order to mnimze cross talKk.

The examner’'s position is off the mark. The appellant’s
invention is not sinply a flash A/D converter which first
converts the input to a thernoneter code and then generates a
corresponding digital output. The invention at issue requires
applying the internedi ate thernoneter code to a data channel
decoder/logic circuit and also to a servo signal decoder/I ogic
circuit. The exam ner has pointed to nothing in Garuts which
coul d reasonably have suggested sending the thernoneter code
itself to a data channel decoder/logic circuit or a servo signal
decoder/logic circuit. On pages 7-8 of the appeal brief, the
appel l ant correctly argues that "[w]ithout the guidance of the
invention in terns of making use of the thernoneter code out put,
one exam ning Garuts for application to Cheung would sinply use
Garuts before formng the conventional binary wei ghted suns and

perform ng denodul ati on per Cheung." In other words, Garuts

di scl oses a flash A/ D converter, and one with ordinary skill in
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the art would sinply use Garuts’ new and i nproved A/ D converter
in place of Cheung’s nore conventional A/ D converter. But that,
however, would not lead to the appellant’s clainmed invention as
defined in independent clains 1, 25 and 26.

For the foregoing reasons, we sustain the rejection of
clainms 8-13, 14, 17-21, and 22-24. However, we do not sustain
the rejection of clains 1-7, 25, and 26-28.

Concl usi on

The rejection of clains 8-13, 14, 17-21, and 22-24 under 35
U S.C. 8§ 103 as being unpatentable over Cheung and Garuts is
af firned.

The rejection of clains 1-7, 25, and 26-28 under 35 U.S. C.

8 103 as bei ng unpatentabl e over Cheung and Garuts is reversed.

No tinme period for taking any subsequent action
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in connection with this appeal may be extended under
37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT
JERRY SM TH

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JAMVESON LEE
Adm ni strative Patent Judge
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Terrace A. Meador

Baker, Maxham Jester & Meador
Synphony Towers

750 "B" Street, Suite 3100
San Diego, California 92101
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